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1 )^ Responsive to communication(s) filed on 25 September 2006 . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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4) ^ Clalm(s) 11-20 is/are pending in the application. 
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6) IEI Claim(s) 1-15 and 18-20 is/are rejected. 
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DETAILED ACTION 

1 . This is the first Office action on the merits of Application No. 10/590,240, filed 25 
September 2006. Claims 1 1-20 are pending. 



Documents 

2. The following documents have been received and filed as part of the patent application: 

• Copy of Foreign Priority Document, received on 08/22/06 

• Information Disclosure Statement, received on 08/22/06 

• Declaration and Power of Attomey, received on 09/25/06 



Drawings 

3 . Figure 8 should be designated by a legend such as -Prior Art- because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1 .84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 
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Specification 

4. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that the 
abstract not exceed 150 words in length since the space provided for the abstract on the 
computer tape used by the printer is limited. The form and legal phraseology often used 
in patent claims, such as "means" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in deciding whether there is a need 
for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given 
in the title. It should avoid using phrases which can be implied, such as, "The disclosure 
concems," "The disclosure defined by this invention," "The disclosure describes," etc. 



5. The abstract of the disclosiire is objected to because it exceeds 150 words. Correction is 
required. See MPEP § 608.01(b). 



Claim Objections 
6. Claim 1 1 is objected to because of the following informalities: 

• Line 6, "its" should be ~an~. 

• Line 8, "its" should be ~an~. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 18 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 18: 

• Line 3 recites the limitation "a connecting shaft". It is unclear whether this newly 
recited limitation "a connecting shaft" is different from the one, which is first 
recited on line 14 of claim 1 1 . 

• Lines 4-5 recite the limitation "the first and second planetary reduction gears". 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 11-15 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U. S. Patent No. 5,382,854 to Kawamoto et al. (hereinafter referred to as Kawamoto) in 



view of U. S. Patent No. 6,406,186 to Torii et al. (hereinafter referred to as Torii). 
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Claims 11-15 and 20: 

Kawamoto (i.e., Figs. 1-2; column 4, line 9 - column 6, line 59) discloses a motor 
drive apparatus comprising: 

• A wheel bearing (i.e., Fig. 1), a planetary reduction gear (i.e.. Fig. 1 , element 31), 
a driving section (i.e., Fig. 1, element 15) having an electric motor (i.e., Fig. 1, 
element 24) for driving the planetary reduction gear and a rotation member (i.e.. 
Fig. 2, element 34); 

• The wheel bearing including a wheel hub (i.e.. Fig. 2, element 39) formed with a 
wheel mounting flange (i.e.. Fig. 1, element 45) on one end, an inner ring (i.e.. 
Fig. 2, being the inner race of bearing element 40) press-fit on a cylindrical 
portion of the wheel hub, the inner ring formed with at least one double row inner 
raceway surfaces on an outer circumferential surface, an outer member (i.e., Fig. 
2, element 21) attached with double row outer raceway surfaces on an inner 
circumferential surface opposite to the inner raceway surfaces, and double row 
rolling elements (i.e.. Fig. 2, element 40) roUably arranged between the inner and 
outer raceway surfaces; 

• The planetary reduction gear including an input element (i.e., Fig. 2, being the 
teeth portion of the sun gear element S) mounted on the rotation member, a 
stationary element (i.e.. Fig. 2, being the teeth portion of the ring gear element R) 
mounted on the inner circumferential surface of the outer member, a plurality of 
planetary elements (i.e.. Fig. 2, being the planet gears) arranged between the 
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stationary element and the input element, and an output element (i.e., Fig. 2, being 
the planetary carrier element CR) for rotatably supporting the planetary elements 
relative to a connecting shaft (i.e., Fig. 2, element 38); 

• The driving section forming the electric motor including a stator housing (i.e.. 
Fig. 1, element 13) mounted on the outer member, a stator portion (i.e.. Fig. 1, 
element 25) contained within the stator housing, and a rotor portion (i.e.. Fig. 1, 
element 27) secured on the rotation member and arranged oppositely to the stator 
portion via a predetermined air gap (i.e., column 4, lines 33-34); 

• The connecting shaft removably and torque-transmittably connected to the 
wheel hub, the connecting shaft adapted to drive a wheel (i.e.. Fig. 1, element 47) 
by transmitting the rotation of the electric motor to the wheel hub via the 
planetary reduction gear; 

• Wherein the planetary reduction gear comprises a sun gear (i.e., Fig. 2, element S) 
mounted on the rotation member, a plurality of planetary gears (i.e.. Fig. 1, 
element P) meshing both with extemal teeth of the sun gear and with intemal 
teeth formed on the inner circumferential surface of the outer member, and a 
carrier pin (i.e., Fig. 2) projecting from the outer circumferential portion of the 
connecting shaft to rotatably support the planetary gears; 

• Wherein a braking apparatus (i.e.. Fig. 1, element 44) is integrally mounted on the 
rotation member (it should be noted that the term "integrally" has been interpreted 
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according to Merriam- Webster's Collegiate Dictionary, tenth edition, as "essential 
to completeness"); 

• wherein the braking apparatus can be a parking brake; 

• Wherein the parking brake comprises an intermediate member (i.e., Fig. 1 , 
element 48) held on the stator housing, and an actuator (i.e.. Fig. 1, element 50) 
for engaging and disengaging the intermediate member with the rotation member 
by displacing the intermediate member; 

• Wherein the stator housing is separably fastened to the outer member (i.e.. Fig. 2). 

Kawamoto lacks wherein the outer member is formed with double row outer 
raceway surfaces on an inner circumferential surface opposite to the inner raceway 
surfaces. 

Torii (i.e.. Fig. 1; column 6, line 33 - column 8, line 35), on the other hand, 
discloses a wheel bearing device (i.e.. Fig. 1) comprising an outer member (i.e.. Fig. 1, 
element 20) is formed with double row outer raceway surfaces (i.e.. Fig. 1, elements 21) 
on an inner circumferential surface opposite to an inner raceway surfaces (i.e.. Fig. 1, 
elements 14 and 17). 

Since all the claimed elements were known in the prior art, one skilled in the art 
could/would have replaced the bearing arrangement of Kawamoto with the bearing 
arrangement of Torii as claimed by known methods with no change in their respective 
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functions, and the replacement would have yielded predictable results to one of ordinary 
skill in the art at the time of the invention. 

11. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kawamoto 
et al. in view of Torii et al. as applied to claims 11-15 and 20 above, and further in view of 
U. S. Patent No. 4,402,374 to Knur et al. (hereinafter referred to as Knur). 

Claim 18: 

Kawamoto in view of Torii discloses the limitations as set forth above. Regarding 
claim 18, Kawamoto lacks a second planetary reduction gear as claimed. 

Knur (i.e.. Fig. 1; column 2, line 40 - column 3, line 19), however, discloses an 
individual- wheel drive apparatus comprising first and second planetary reduction gears. 

Since all the claimed elements were known in the prior art, one skilled in the art 
could/would have replaced the single stage planetary reduction gear arrangement of 
Kawamoto with the two-stage planetary reduction gear arrangement of Knur as claimed 
by known methods with no change in their respective functions, and the replacement 
would have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. 

Allowable Subject Matter 

12. Claims 16 and 17 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



Application/Control Number: 10/590,240 Page 9 

Art Unit: 3655 

1 3 . Claim 1 9 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Sakamoto et al. (U. S. Patent No. 6,209,389) teaches a rolling bearing unit, as shown in 
Fig. 1. 

• Goossens et al. (U. S. Patent No. 6,037,766) teaches a wheel bearing assembly, as shown 
in Fig. 1. 

• Wakuta et al. (U. S. Patent No. 5,127,485) teaches an electric motorized wheel, as shown 
in Fig. 1. 

1 5 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David D. Le whose telephone number is 571-272-7092. The 
examiner can normally be reached on Mon-Fri (0900-1730). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles A. Marmor can be reached on 571-272-7095. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David D. Le/ 

Primary Examiner, Art Unit 3655 
10/29/2008 
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